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DETAILED ACTION 
Claim Objections 

1. Claim 1 is objected to because of the following informalities: "generates a second 
directive indicative of the first action" should be corrected to -generates a second directive 
indicative of the second action-. Appropriate correction is required. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-4, 6-7, 10, 13, 15-16, 19, 22, and 24 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over U.S. Patent 6,377,825 to Kennedy et al. in view of Rubbmark et al. 
(U.S. Patent 6,549,790). 

As to claim 1 (currently amended), Figures 1A, IB, 3, 4A, and 4B in Kennedy clearly 
show a control system that is coupled externally to a subscriber terminal, the subscriber terminal 
having a status, the control system comprising, in combination: 

an actuator 142 that can be selectively actuated by a human; 

a controller 320 receiving an actuation signal in response to actuation of the actuator; 

a routine performed by the controller for (i) determining, based at least on the actuation 
signal and status of the subscriber terminal, an action to be taken by the subscriber terminal 
("where a telephone call is not in progress (i.e., the telephone 102 is on-hook), a user may 
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command that a general voice recognition mode be entered" (Col. 19, lines 13-15). 
"Alternatively, the user may press a button 142a provided on the exterior of the pocket 104b to 
place the system 100 in voice recognition mode" (Col. 19, lines 16-22)), (ii) generating a 
directive indicative of the action, and (iii) sending the directive to the subscriber terminal ("thus 
when the command "call home" is received, a signal to initiate a telephone call will be formatted 
in the API of the system 100, and passed to the microprocessor 320 of pocket A2 104b, where 
the API command is translated into a signal understood by the telephone 102. Where the 
telephone number associated with "home" is stored in memory 324 or 340, the command to the 
telephone 102 may consist of the digits of the telephone number and the send command" (Col. 
19, lines 44-52). The subscriber terminal may then take the action in response to the directive 
and in the description above, dials a telephone number). 

wherein, if the status is a first status, then the controller determines a first action to be 
taken by the subscriber terminal, generates a first directive indicative of the first action, and 
sends a first directive to the subscriber terminal (see Col. 19, lines 1 1-23. "first status" is that a 
telephone call is not in progress (i.e., the telephone 102 is on-hook); "first action" and "first 
directive" is to enter voice recognition mode); 

wherein, if the status is a second status, then the controller determines a second action to 
be taken by the subscriber terminal, generates a second directive indicative of the -second- 
action, and sends a second directive to the subscriber terminal (see Col. 19, lines 1 1-23. "second 
status" is that a telephone call is in progress (i.e., the telephone 102 is off-hook); "second action" 
and "second directive" is to enter voice recognition mode); and 
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wherein the first status is different than the second status (see Col. 19, lines 1 1-23 and 
above paragraphs). 

However, the Kennedy reference does not disclose the first action is different than the 
second action, and the first directive is different than the second directive. The Rubbmark 
reference teaches the first action is different than the second action, and the first directive is 
different than the second directive (see Col. 2, lines 58-62, Col. 3, lines 24-26, Col. 6, lines 51- 
63 ("first status": incoming call; "first action": receive incoming call; "first directive": hands free 
unit sends AT*EVA command to the mobile station), Col 7, lines 1-12 ("second status": 
ongoing call; "second action": terminate ongoing call; "second directive": hands free unit sends 
AT*EVH command to the mobile station), Col. 10, line 65 to Col. 1 1, line 35, and Figures 1-4). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the system of Kennedy wherein the first action is different 
than the second action, and the first directive is different than the second directive, as taught by 
Rubbmark, in order to force each accessory to send relevant user actions to the mobile telephone 
and request an appropriate service from the mobile telephone. 

As to claim 2 (original), Kennedy-Rubbmark discloses the control system of claim 1 . 
Figure 3 in Kennedy further shows a microphone 368 for receiving audio signals to be provided 
to the subscriber terminal, whereby the audio signals may comprise speech signals ("thus, the 
pocket Al 104a may provide basic speaker phone functions" (Col. 15, lines 58-59). "The basic 
speaker phone functions may comprise the provision of a speaker 366 and microphone 368" 
(Col. 15, lines 60-62)). 
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As to claim 3 (original), Kennedy-Rubbmark discloses the control system of claim 1 . 
Figure 3 in Kennedy further shows an audio output source 344 for providing audio signals from 
the subscriber terminal to the speaker 366, to be heard by a human. 

As to claim 4 (currently amended), Kennedy-Rubbmark discloses the control system of 
claim 1. Figure IB in Kennedy further shows an actuator 142b comprises a single button that can 
be actuated by the human. 

As to claim 6 (original), Kennedy-Rubbmark discloses the control system of claim 1. 
Figure 3 in Kennedy further shows the controller comprises a processor 320, a memory 324, and 
a set of machine language instructions stored in the memory and executable by the processor 
("specifically, the memory 324 of the pocket 104 contains code, machine language instructions, 
that allows the pocket 104 to translate between commands formatted in the API of the system 
100 and the proprietary communications interface of the telephone 102" (Col 14, lines 38-42)); 
and the machine language instructions define the routine (see Col. 14, lines 38-42). 

As to claim 7 (original), Kennedy-Rubbmark discloses the control system of claim 1, 
wherein the subscriber terminal defines a plurality of functions (as cited in claim 1 and in 
Kennedy, the subscriber terminal can dial a telephone number as an action in response to a 
directive from the controller. In addition, "by pressing the associated buttons 142b, or by issuing 
the appropriate voice command, such as "take a memo", the system 1 00 may be configured to 
record a voice message" (Col. 19, lines 61-63)) and wherein the action comprises the subscriber 
terminal carrying out one or more of those fiinctions in the subscriber terminal (see Col. 19, lines 
61-63. The plurality of functions include dialing a telephone number and taking a voice memo). 
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As to claims 10 and 19 (original), Kennedy-Rubbmark discloses a control system of 
claim 1 and the method of claim 16, wherein, if the subscriber terminal is on and engaged in a 
call, then the action comprises the subscriber terminal terminating the call (Rubbmark: see Col. 
7, lines 1-12). 

As to claims 13 and 22 (original), Kennedy-Rubbmark discloses a control system of 
claim 1 and the method of claim 16, wherein, if the subscriber terminal is on and receiving an 
incoming call, then the action comprises the subscriber terminal connecting to the call 
(Rubbmark: see Col. 6, lines 51-63). 

As to claims 15 and 24 (original), Kennedy-Rubbmark discloses the control system of 
claim 1 and the method of claim 16, wherein the subscriber terminal is a wireless subscriber 
terminal (Kennedy; "the telephone 102 can be a wireless communications device"). 

As to claim 16 (currently amended), as cited in claim 1 for a control system, Kennedy- 
Rubbmark discloses a method for controlling communications of a subscriber terminal as recited 
in claim 16. 

4. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
6,377,825 to Kennedy et al. in view of Rubbmark et al. (U.S. Patent 6,549,790) and further in 
view of Kunihiro et al. (U.S. Patent 5,915,228). 

As to claim 5 (original), Kennedy-Rubbmark discloses the control system of claim 1. 
However, it does not disclose the actuator comprises a single rotary dial. Figure IB in Kunihiro 
clearly shows and teaches a rotary dial as an actuator. Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the hands-free 
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communication device of Kennedy wherein the actuator comprises a single rotary dial, as taught 
by Kunihiro, in order to allow a user to easily actuate many operations with a single dial 
5. Claims 8 and 17 are rejected under 35 U.S.C 103(a) as being unpatentable over U.S. 
Patent 6,377,825 to Kennedy et al. in view of Rubbmark et al. (U.S. Patent 6,549,790) and 
further in view of Kravitz (U.S. Patent 6,035,217). 

As to claims 8 and 17 (original), Kennedy-Rubbmark discloses a control system of claim 
1 and the method of claim 16, wherein, if the subscriber terminal is on and idle, then the action 
comprises the subscriber terminal dialing one or more digits suitable for establishing a dial-up 
connection (Rubbmark: see Col. 7, line 65 to Col. 8, line 4 and Figure 3). However, Kennedy- 
Rubbmark does not disclose dialing to establish a dial-up connection to a voice-activated-dialing 
platform and whereby, once the subscriber terminal is connected to the voice-activated-dialing 
platform, a human may speak into a microphone so as to provide speech signals that may be 
recognized and acted upon by the voice-activated-dialing platform. 

The Kravitz reference teaches dialing to establish a dial-up connection to a voice- 
activated-dialing platform and whereby, once the subscriber terminal is connected to the voice- 
activated-dialing platform, a human may speak into a microphone so as to provide speech signals 
that may be recognized and acted upon by the voice-activated-dialing platform (Figure 6 in 
Kravitz clearly shows the steps for user to make a call using a voice-activated-dialing platform. 
The user presses a single button to dial a service provider that can be an automatic voice- 
recognition device. "After the user is connected with the service provider, the user communicates 
a desired number to the service provider by speaking the number to be called into the 
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microphone 214 of the one button cellular phone 100" (Col. 5, lines 19-22). The service provider 
then "dials the requested number" (Col. 5, line 28)). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the hands-free communication device of Kennedy- Rubbmark 
to dial to establish a dial-up connection to a voice-activated-dialing platform and whereby, once 
the subscriber terminal is connected to the voice-activated-dialing platform, a human may speak 
into a microphone so as to provide speech signals that may be recognized and acted upon by the 
voice-activated-dialing platform. One would have been motivated to make such a modification in 
view of the suggestion in Kravitz to allow users to make telephone call without having to key in 
a telephone number and thus alleviate the problem and danger when the user is using a wireless 
phone while driving a car and having to hold the telephone in one hand and operate the car with 
the other hand. 

6. Claims 9 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 6,377,825 to Kennedy et al. in view of Rubbmark et al. (U.S. Patent 6,549,790) in view of 
Kravitz (U.S. Patent 6,035,217) and further in view of Kirbas et al. (U.S. Patent 6,449,497). 

As to claims 9 and 18 (original), Kennedy-Rubbmark-Kravitz discloses the control 
system of claim 8 and the method of claim 17. However, it does not disclose the one or more 
digits are selected from the group consisting of (i) a feature code and (ii) a telephone number. 

The Kirbas reference teaches the one or more digits are selected from the group 
consisting of (i) a feature code and (ii) a telephone number (Figure 4 in Kirbas shows a complete 
destination telephone number with a feature code pre-pended. "The partial destination telephone 



Application/Control Number: 09/724,004 Page 9 

Art Unit: 2685 

number is supplemented by adding feature codes to generate a complete destination telephone 
number" (Col 4, lines 54-57)). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the system and method of Kennedy-Rubbmark-Kravitz to 
have the subscriber terminal dialing one or more digits from the group consisting of (i) a feature 
code and (ii) a telephone number. One would have been motivated to make such a modification 
in view of the suggestion in Kirbas to speed-dial a telephone number by not having to key in all 
the digits of the telephone number. 

7. Claims 11-12 and 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 6,377,825 to Kennedy et al. in view of Rubbmark et al. (U.S. Patent 6,549,790) and 
further in view of Maloney (U.S. Patent 6,453,169). 

As to claims 1 1 and 20 (original), Kennedy-Rubbmark discloses the control system of 
claim 10 and the method of claim 19, wherein the controller determines the action in response to 
the subscriber terminal is on and engaged in a call. However, it does not disclose the actuation 
signal reflecting that the actuator was actuated for at least a predetermined duration. 

The Maloney reference teaches the actuation signal reflecting that the actuator was 
actuated for at least a predetermined duration (Figure 9 in Maloney shows a determination of 
duration of power key depression for the subscriber terminal to take an action. "The 
communication device comprises at least a power key, and a control circuit, coupled to the 
power key, for sensing an actuation of the power key, and for silencing an alert in response to the 
actuation of the power key if a duration of the actuation is greater than a first predetermined time 
period" (Col. 2, lines 41-47)). 
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Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the system and method of Kennedy-Rubbmark wherein the 
controller determines the action in response to the actuation signal reflecting that the actuator 
was actuated for at least a predetermined duration, as taught by Maloney in order to prevent 
accidental press of the actuator terminating a call 

As to claims 12 and 21 (original), Kennedy-Rubbmark-Maloney discloses the control 
system of claim 1 1 and the method of claim 20, wherein the predetermined duration is 1 .5 
seconds (the predetermined duration Tl as denoted in Figure 9 in Maloney can be any duration 
sufficiently long, such as 1.5 seconds, in order for the controller to know and ignore short 
duration depression of the actuator so as to prevent accidental press of the actuator terminating a 
call). 

Allowable Subject Matter 

8. The currently amended claims 14 and 23 are allowed. 

The prior art of record fails to show or fairly suggest a system and method, wherein, if 
the subscriber terminal is on and engaged in call placed via a voice-activated dialing platform, 
then with the actuation of the actuator, the subscriber terminal instructs the voice-activated 
dialing platform to disconnect the call but to retain a connection between the voice-activated 
dialing platform and the subscriber terminal so that the subscriber terminal can make another call 
via the voice-activated dialing platform, in combination with other features cited in the claims. 
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9. Claims 26 and 27 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The prior art of record fails to show or fairly suggest a system and method, wherein, if 
the subscriber terminal is on and engaged in call placed via a voice-activated dialing platform, 
then with the actuation of the actuator, the subscriber terminal instructs the voice-activated 
dialing platform to disconnect the call but to retain a connection between the voice-activated 
dialing platform and the subscriber terminal so that the subscriber terminal can make another call 
via the voice-activated dialing platform. 

Response to Arguments 

10. Applicant's arguments with respect to claims 1 and 16 have been considered but are moot 
in view of the new ground(s) of rejection. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. Paterson et al. (U.S. Patent 5,794,163) discloses headset for hands-free wireless 
telephone. 

b. Tendler (U.S. Patent 6,519,463) discloses location based service request system. 



• 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Duy K Le whose telephone number is 703-305-5660. The 
examiner can normally be reached on 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward F Urban can be reached on 703-305-4385. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Duy Le 
June 30, 2004 
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